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DETAILED ACTION 

Response to Arguments 

1 . Applicant's arguments filed 08/28/2008 have been fully considered but they are 
not persuasive. Applicant argues that the teaching of Fung relates to filtration, not to 
efficiently breaking up tissue. Examiner recognizes that references cannot be arbitrarily 
combined and that there must be some reason why one skilled in the art would be 
motivated to make the proposed combination of primary and secondary references. In 
re Nomiya, 184 USPQ 607 (CCPA 1975). However, there is no requirement that a 
motivation to make the modification be expressly articulated. The test for combining 
references is what the combination of disclosures taken as a whole would suggest to 
one of ordinary skill in the art. In re McLaughlin, 170 USPQ 209 (CCPA 1971). 
References are evaluated by what they suggest to one versed in the art, rather than by 
their specific disclosures. In re Bozek, 163 USPQ 545 (CCPA 1969). In the instant case, 
Fung teaches that centrifugation imparts a force sufficient to cause fluids or lysate to 
pass through the pores of a filter. This teaching of Fung reads on applicant's concept of 
applying centrifugal force to press a sample through the openings of a filter member. It 
is not the process of filtration or the quantity of force that makes Fung significant 
(although filtration is taught by Fung as well as claimed by applicant), but the concept 
that centrifugal force can be applied to a sample for the purpose of pushing it through 
the openings or pores of a filter member. Further, examiner notes that, contrary to 
applicant's argument, Schumacher does suggest or hint at use of centrifugation for 
applying force, since this technique is used to pellet debris (e.g., p. 30, lines 4-5). One 
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of ordinary skill in the art would find obvious from the teachings of Schumacher on the 
value of centrifugation for pelleting debris, and with reasonable expectation of success, 
to use the force of centrifugation for pushing sample through the filter member. 
2. The applicant is advised that the Supreme Court recently clarified that a claim 
can be proved obvious merely by showing that the combination of known elements was 
obvious to try. In this regard, the Supreme Court explained that, "[w]hen there is a 
design need or market pressure to solve a problem and there are a finite number of 
identified, predictable solutions, a person of ordinary skill in the art has a good reason to 
pursue the known options within his or her technical grasp." An obviousness 
determination is not the result of a rigid formula disassociated from the consideration of 
the facts of the case. Indeed, the common sense of those skilled in the 
art demonstrates why some combinations would have been obvious where others would 
not. The combination of familiar elements is likely to be obvious when it does no more 
than yield predictable results. See KSR Int 7 v. Teleflex Inc., 127 Sup. Ct. 1727, 1742, 
82 USPQ2d 1385, 1397 (2007). From the combined teachings of Schumacher and 
Fung, one of ordinary skill in the art would recognize that centrifugal force, as one of a 
finite number of identified, predictable solutions to pushing a homogenate or lysate 
through a filter member, would be obvious to try. Further, since centrifugal force 
fundamentally acts on any element containing mass in the cylindrical body (sample and 
pressing member), it would have been obvious to one of ordinary skill in the art, and 
with reasonable expectation of success, to use centrifugation with the pressing member 
in the cylindrical body, since the forces acting on sample and the pressing member 
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would be additive in pushing sample through the filter member. Applicant states that the 
force applied in Schumacher acts only the pressing member; however, the force also 
acts on the sample through the pressing member. 

3. Further, Examiner notes that for apparatus claims, the courts have held that if the 
prior art structure is capable of performing the intended use, then it meets the claim. 
Thus, with regard to Claim 2, an a pparatus claim must be structurally distinguishable 
from the prior art in terms of structure, not function . The manner of operating an 
apparatus does not differentiate an apparatus claim from the prior art, if the prior art 
apparatus teaches all of the structural limitations of the claim (see MPEP § 2114 & § 
2173.05(g)). In the instant case the application of centrifugal force would not be 
accorded patentable weight in this claim for an instrument for breaking up a sample. 



Information Disclosure Statement 

1 . The information disclosure statement filed 09/20/2005 fails to comply with 37 
CFR 1 .98(a)(2), which requires a legible copy of each cited foreign patent document; 
each non-patent literature publication or that portion which caused it to be listed; and all 
other information or that portion which caused it to be listed. It has been placed in the 
application file, but the information referred to therein has not been considered. In the 
case of the 09/20/2005 IDS, no references were provided by applicant, and, 
accordingly, the references on the IDS were lined through. 
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Claim Rejections - 35 USC § 103 

Claims 2 and 11-14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
R. T. Schumacher et al., WIPO Publication WO 02/088296 (herein after Schumacher) in 
view of B. K-K. Fung and S. Jahid, U.S. Patent 6,221 ,655 (herein after Fung). 

For Claim 2, Schumacher teaches a compartment (cylindrical body), a shredder 
screen (filter member) and a ram (pressing member) (see Claim 1, above). Schumacher 
does not teach application of centrifugal force for forcing sample through the filter 
member, rather Schumacher teaches application of elevated pressure fro above acting 
on a ram. Fung teaches a spin filter assembly for isolating a desired compound 
(abstract and col 2, lines 52-54) in which sample is forced through the filter in a tube by 
centrifugation (col 3, lines 48-52). It would have been obvious to one of ordinary skill in 
the art at the time of invention to use centrifugation according to the teaching of Fung, 
as an alternative to elevated pressure in the teaching of Schumacher, in order to 
generate the force necessary to push the ram (pressing member) and sample against 
the shredder and the sample through the shredder. Further, it would have been 
desirable to one of ordinary skill in the art to use centrifugation, in order to provide for 
the convenience of automation and the opportunity to process multiple samples in 
parallel. 

For Claim 1 1 , Schumacher and Fung do not teach a groove; Schumacher does 
teach an O-ring extending circumferentially around the pressurizing member (p. 5, lines 
26-29) (pressing member). It would have been obvious to one of ordinary skill in the art 
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to have provided for a groove for the O-ring in the teaching of Schumacher in order to 
fix its position on the pressing member, as well as to provide a barrier that would 
prevent creep of sample away from the mashing zone between rod and filter. 

For Claim 12, Schumacher teaches a barrier (filter member) with a plurality of 
openings (through holes) having diameters of 1-100 micrometers or 100-1000 
micrometers (p. 5, line 15), within the range of the instant claim. 

For Claim 13, Schumacher and Fung do not teach the thickness of the filter 
member. It would have been obvious to one of ordinary skill in the art to test a range of 
thicknesses of the plate in order to optimize the strength of the plate required to 
withstand the force of the pressing member during break-up of sample as well as the 
force of the pressing member during centrifugation. 

For Claim 14, Schumacher and Fung do not teach a drop-out stop for the filter 
member. Fung teaches a spin filter assembly (capable of accepting a pressing member) 
with a screen at the bottom end of the spin filter (col 4, lines 55-57 and Figs. 2 and 4, 8) 
(drop-out stop). It would have been obvious to one of ordinary skill in the art at the time 
of invention to have provided for a drop-out stop according to the teaching of Fung for 
the filter or shredder in order to fix the position of the filter with respect to a collection 
tube below the filter, thereby maintaining a predetermined volume for collecting 
shredded sample. 
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2. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schumacher. 

For Claim 8, Schumacher teaches a method of processing a sample including 
the steps of providing a device (cylindrical body with filter member), adding a sample 
(and then pressurizing member) to the chamber (p. 6, lines 26-28); Schumacher does 
not teach use of centrifugal force, rather the use of elevated pressure, in pressing the 
sample against and through the filter (p. 6, line 28 to p. 7, line 2). Schumacher does 
teach use of centrifugation for applying force in pelleting debris (e.g., p. 30, lines 4-5). It 
would have been obvious to one of ordinary skill in the art at the time of invention from 
the teaching of Schumacher on use of centrifugal force for pelleting insoluble material, 
to use centrifugation for applying force, as an alternative or in sequential addition to use 
of elevated pressure from above, in order to make use of equipment for applying such 
force readily available in analytical laboratories, as well as to pellet any insoluble 
material passing through the filter member, thereby facilitating collection of soluble 
material by decanting or aspiration. 

3. Claim 9 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Schumacher as applied to claim 8, above, and further in view of M. Saghbini and S.F.H. 
Rehan, U.S. Patent Application Publication 2004/0005608 (herein after Saghbini). 

For Claim 9, Schumacher does not teach the steps of providing protrusions on or 
rotating the pressing member. Schumacher does teach the step of providing protrusions 
on the barrier that face the sample (p. 5, lines 17-18) (filter member). It would have 
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been obvious to one of ordinary skill in the art at the time of invention to use protrusions 
on the pressing member as one of a limited number of alternatives to protrusions on the 
barrier in the method of Schumacher in order to test for a possible increase in 
effectiveness by their presence on the rotating surface rather than the fixed surface. 
Saghbini teaches a crusher rod (pressing member) and the step of rotating such rod to 
homogenize (mash) the sample (p. 4, col 2, claim 6(c)). Further Schumacher and 
Saghbini do not teach providing centrifugal force on the pressing member. Schumacher 
teaches the step of using elevated pressure. It would have been obvious to one of 
ordinary skill in the art at the time of invention to use centrifugal force as an alternative 
to elevated pressure in order to make use of equipment commonly available in 
laboratories, as well as to pellet any insoluble material passing through the filter, 
facilitating collection of soluble material. 

4. Claim 10 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schumacher in view of Fung as applied to claim 2 above, and further in view of 
Saghbini. 

For Claim 10, Schumacher does not teach protrusions on a rotating member. 
Schumacher does teach protrusions on the barrier facing the sample (p. 5, lines 17-18) 
(filter member). It would have been obvious to one of ordinary skill in the art at the time 
of invention to provide protrusions on the pressing member as an alternative to 
protrusions on the barrier in the teachings of Schumacher in order to test for a possible 
increase in effectiveness by their presence on the rotating surface rather than the fixed 
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surface. Saghbini teaches a crusher rod (pressing member) that rotates to homogenize 
(mash) the sample (p. 4, col 2, claim 6(c)). It would have been obvious to one of 
ordinary skill in the art at the time of invention to use of a crusher rod according to the 
teaching of Saghbini in order to provide for small adjustments in pressure of 
homogenization made possible when such process is done manually. Further, one of 
ordinary skill would find desirable to use, from the teaching of Schumacher, protrusions 
on such rod, in order to provide for complete disruption of sample to a homogenous 
mixture, the soluble components of which would then be expected to pass through the 
filter without clogging. 



Conclusion 

3. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to TIMOTHY G. KINGAN whose telephone number is 
(571)270-3720. The examiner can normally be reached on Monday-Friday, 8:30 A.M. 
to 5:00 P.M., E.S.T.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on 571 272-1267. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



TGK 



/Jill Warden/ 

Supervisory Patent Examiner, Art Unit 1797 



